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DETAILED ACTION 



Response to Amendment 

1 . This Office Action is in response to the Amendment filed on July 1 7, 2008 . The 
Amendment added new Claims 8 and 9. Therefore, the currently pending claims considered 
below are Claims 1-9. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

3. Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

Claims 1-4 and 6-9 are rejected under 35 U.S.C. 101 as drawn to a non-statutory subject 
matter. The claims (or at least independent claims 1 and 9) are related to mental processes, which 
is not patentable. Indeed, the claims (e.g. claim 1) recite a (mental) process, which is not tied to 
another statutory class or does not change or switch statutory class (such as a particular 
apparatus) or does not transform the underlying subject matter (such as an article or materials) to 
a different state or thing. See MPEP §2106.IV.B: Determine Whether the Claimed Invention 
Falls Within An Enumerated Statutory Category. 

Claim 5 is rejected under 35 U.S.C. 101 becavise the claimed invention is directed to 
non-statutory subject matter. Specifically, in independent claim 5, the preamble of the claim 
recites a system, indicating structure, means plus fiinction or Hardware, whereas the body of the 
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claim recites data or software per se, which is not statutory. Further, a transaction system 
component, a backend processing system component, and a database, as defined in the 
specification, represent software, not means or Hardware. This renders the claims confusing 
under 35 U.S.C. 101. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the Enghsh language. 

5. Claims 1-8 are rejected under 35 U.S.C. 102(e) as being anticipated by Cohagan et al 
(US 2004/0243468). 

The Examiner has verified that the reference's parent application (09/836,213), 
filed on April 17, 2001, contains adequate support for the below cited features. 

Claim 1 : Cohagan discloses a method for a loyalty points program, comprising: 

a. creating a cardholder profile by receiving cardholder profile information including at 
least one third-party authorization (i.e. aggregate account holder) allowing the third party to 
access the account including the option of a global assignment (page 4, paragraph 0039 and page 
8, paragraphs 0059-0061); 
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b. allowing the third party to request a transaction with loyalty points according to the 
stored authorization (page 4, paragraph 0039 and page 8, paragraphs 0059-0061); and 

c. processing/fulfilling the transaction request (page 17, paragraph 0121). 
Cohagan discloses that the primary member can enroll one or more supplemental 

members whose earned reward points are stored in the aggregate consumer account. In one 
embodiment, the "primary member may designate a particular supplemental member(s) as 
eligible to redeem any or all of the reward points in the aggregate consumer account and the 
primary or any other participant may limit the redemption to a specific geographic area". In 
another embodiment, "a first supplemental member may designate a second supplemental 
member as eligible to redeem in a specific geographic area any or all of the reward points earned 
by the first supplemental member in a specific geographic area." Thus, Cohagan discloses that 
the access assignment for the supplemental members may be global, i.e. a supplemental member 
may at least be able to earn points, redeem points (their own and/or from others), and set 
additional authorizations for other supplemental members, the same as the primary member. 

Claim 2: Cohagan discloses a method as in Claim 1 above, and further discloses the 
authorization is one of a global assignment, a functional assignment, or a transactional 
assignment (page 4, paragraph 0039 and page 8, paragraphs 0059-0061). 



Claim 3 : Cohagan discloses a method as in Claim 1 above, and further discloses comparing the 

transaction request to the authorization access (page 9, paragraph 0068 and page 15, paragraph 
0102). 
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Claim 4: Cohagan discloses a method as in Claim 1 above, and further discloses receiving a 
request to change the authorization data for one of more third party participants and updating the 
authorization access for the participant (page 12, paragraph 0084). The Examiner notes that the 
disclosure that the primary member can request and set the access authorization for a 
supplemental member is changing the authorization data for that supplemental member from 
being not authorized to being authorized in the primary cardholder's account; thus, meeting the 
claimed feature. Furthermore, while not explicitly claimed, it is inherent or at least would have 
been obvious to one having ordinary skill at the time the invention was made to allow the 
primary member to change preexisting supplemental members' authorization data whenever the 
need arises, such as upon the death or divorce of a spouse, when an employee is no longer an 
employee, etc. 

Claim 5 : Cohagan discloses a system for a loyalty points program, comprising: 

a. a transaction system component for managing loyalty point information (Figure 5); 

b. a backend processing system component for receiving third-party authorizations, 
verifying the third party connection to the primary account, and providing for updates to the 
authorizations (Figure 5, paragraph 98); and 

c. a database for storing loyalty point information (Figure 5). 

Claim 6: Cohagan discloses a method for a loyalty points program, comprising: 
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a. creating a profile for an account belonging to a cardholder (page 4, paragraph 0039 
and page 8, paragraphs 0059-0061); and 

b. specifying an authorization access to one or more third party participants allowing the 
third party to access the account including the option of a global assignment (page 4, paragraph 
0039 and page 8, paragraphs 0059-0061). 

Claim 7: Cohagan discloses a method as in Claim 6 above, and fiirther discloses 

the authorization is one of a global assignment, a functional assignment, or a 
transactional assignment (page 4, paragraph 0039 and page 8, paragraphs 0059-0061). 

Claim 8: Cohagan discloses a method as in Claim 1 above, and further discloses 

verifying that each third-party participant to be given an authorization has sufficient 
connection to the account prior to granting authorization. (Figure 5, paragraph 98, authentication 
and/or validation of the identity and status of participants, including any of the other system 
components, may be performed by the authentication module, which may have access to the 
records residing in the storage device, this checks whether the third-party participant has 
authorization to perform certain tasks) 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in 
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which the invention was made. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cohagan et al (US 
2004/0243468) in view of Official Notice. 

Claim 9: Cohagan discloses a method for a loyalty points program, comprising: 

a. creating a cardholder profile by receiving cardholder profile information including at 
least one third-party authorization (i.e. aggregate account holder) allowing the third party to 
access the account (page 4, paragraph 0039 and page 8, paragraphs 0059-0061); 

b. allowing the third party to request a transaction with loyalty points according to the 
stored authorization (page 4, paragraph 0039 and page 8, paragraphs 0059-0061); and 

c. processing/fulfilling the transaction request (page 17, paragraph 0121). 
Cohagan discloses that the primary member can enroll one or more supplemental 

members whose eamed reward points are stored in the aggregate consumer account. In one 
embodiment, the "primary member may designate a particular supplemental member(s) as 
eligible to redeem any or all of the reward points in the aggregate consumer account and the 
primary or any other participant may limit the redemption to a specific geographic area". In 
another embodiment, "a first supplemental member may designate a second supplemental 
member as eligible to redeem in a specific geographic area any or all of the reward points eamed 
by the first supplemental member in a specific geographic area." 
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Cohagan does not specifically disclose wherein the authorization access includes 
authorization to earn loyalty points, redeem loyalty points, buy back loyalty points, and reinstate 
loyalty points. 

However, Official Notice is taken that being authorized to earn loyalty points, redeem 
loyalty points, buy back loyalty points, and reinstate loyalty points have been well known 
activities performed by a primary cardholder. A primary cardholder can give partial or complete 
authorization rights to a supplemental cardholder, such as a spouse or business partner. Credit 
card and email accounts are examples of accounts with a primary cardholder, that can give 
authorization rights to other people. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified Cohagan with the commonly recognized practice of authorization to 
earn, redeem, buy back, and reinstate loyalty points (Official Notice) thereby allowing a spouse 
or business partner use of the incentive account. The rationale is so that the supplemental 
cardholder can act in the primary cardholder's absence, such as when the primary cardholder is 
on vacation or at work. 



Response to Arguments 
8. Applicant's arguments filed July 17, 2008 have been fiiUy considered but they are not 

persuasive. 

a. The Applicant argues that Cohagan does not disclose "an authorization access capable 
of being a global assignment" and that "there is no suggestion of being able to authorize a third- 
party participant to access and use any fiinction or transaction available for the loyalty points, as 
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can be provided by the global assignment feature of the Applicant's invention" (pages 6-7). This 
was discussed in the previous rejection, Response to Arguments, section 4a. 

Cohagan does disclose that the supplemental member can be authorized to earn points, 
redeem points he earned, redeem points others have earned, set authorization levels for other 
supplemental members, etc. Thus, the supplemental member can be provided with "global" 
assignment. Of course, it would be prudent to place some limitations of the global assignment, 
such as not allowing the supplemental member to delete the primary member. However, even 
this feature could be allowed since a supplemental member that was authorized to do everj^hing 
the primary member could do would essentially be a co-owner, and co-owner of accounts (such 
as husband and wife checking accounts) are well known within the industry. 

b. The Applicant also argues that Cohagan does not disclose that the primary member 
can change the assignment for a cardholder and that such a change would be used to update the 
account. This was discussed in the previous rejection. Response to Arguments, section 4b. 

Cohagan discloses that the primary member can authorize one or more supplemental 
members and that this authorization is then entered into the account reads on the claimed feature, 
i.e. the assignment of the supplemental member has been changed by the primary member from 
not authorized to authorized, and the account has been changed to reflect the new assignment. 
As further discussed above, even if the claim were amended so that the change made by the 
primary member was to a pre-existing supplemental member's assignment, it would have been 
inherent or at least obvious to do so in order to maintain currency of the account. Examples of 
when such changes would need to be done are upon the divorce or death of a spouse, the 
promotion of an employee, the firing or retirement of an employee, etc. If the supplemental 
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member is no longer employed by the primary member (or is dead), or if the supplemental 
member has been promoted (e.g. to a management position) or has reached a certain age (e.g. a 
child has tumed 18 years of age), it would have been obvious to update the assignment database 
to reflect such as change in access authorization. 

c. Applicant argues that Cohagan does not disclose authorizing identical access to that 
of the primary cardholder. Cohagan discloses that the primary member may permit association of 
any number of supplemental members with the account and that" both primary and supplemental 
members may earn and redeem reward points which are posted to the aggregate consumer 
account" (pages 4-5, paragraph 0039). Thus, the supplemental members are authorized 
"identical access to that of the primary cardholder" as in the proposed amendment to the 
independent claims. The cited section of the parent patent to Voltmer also discusses that the 
supplemental members may also eam rewards in addition to the primary member. The Examiner 
believes this provides support for the above argument in reference to the Cohagan disclosure. A 
primary cardholder can give partial or complete authorization rights to a supplemental 
cardholder, such as a spouse or business partner. When complete authorization rights are given to 
a supplemental cardholder, "this is identical access to that of the primary cardholder." 

d. Applicant argues that Figure 5 does not show "verifying the connection between a 
third party participant having a connection to the primary cardholder's account." Cohagan 
discloses "authentication and/or validation of the identity and status of participants, including 
any of the other system components, may be performed by the authentication module, which 
may have access to the records residing in the storage device." (Figure 5, paragraph 98) 
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Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian Berman whose telephone number is 
(571) 270-3603. The examiner can normally be reached on Monday through Thursday 7:30 AM 
to 6:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Myhre can be reached on (571)272-6722. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Brian Berman/ 
Examiner, Art Unit 3688 

9/29/2008 



/James W Myhre/ 

Supervisory Patent Examiner, Art Unit 3688 



